INTRODUCTION TO
UTILIT Y PATENT S

Introduction to U.S. Utility Patents

WHAT IS A U.S. PATENT?
•

•

•

Any person who invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful improvement
thereof, may obtain a patent
A patent establishes the right to exclude others from making, using, offering for
sale, or selling the invention in the United States or importing the invention into the
United States
The right to exclude others from making, using, or selling your invention operates
similarly to that of real property – owning an acre of land affords the right to
exclude others from trespassing in the same way a patent helps stop “trespassers”
on intellectual property

WHAT IS A U.S. PATENT?
•

A utility patent protects any new and useful process, machine, article of
manufacture, or composition of matter, or any new and useful improvement

•

A design patent protects a new, original, and ornamental design for an article of
manufacture

•

A plant patent protects invented or discovered and asexually reproduced distinct
and new variety of plant

N O N - P ROV I S I O N A L O R P ROV I S I O N A L
•

A non-provisional patent provides the right to exclude for 20 twenty years from the
filing date of the patent application. The U.S. now operates on a “first-to-file”
system rather than “first-to-invent” as in the past

•

A provisional application secures a filing date without many of the requirements of
a non-provisional. However, a provisional application survives only 1 year, and a
subsequent non-provisional application should be filed, or the application will be
abandoned

•

The right to exclude must be self-policed by the patent owner

COMPONENT S OF AN APPLICATION
•

DETAILED DESCRIPTION
•
•

•

CLAIMS
•
•
•

•

A thorough description and explanation of the invention, how it can be made, used, or
otherwise enables others to practice the invention
The trade off for a 20-year monopoly of exclusion is that the inventor must fully and publicly
disclose the detail of the invention. This intentionally creates opportunity for others to design
around in a competitive market
Set forth the “metes and bounds” of the invention
Similar to the legal description of acreage and often includes “legalese”
Examined for novelty, non-obviousness, and other factors

FIGURES (IF REQUIRED)
•

Figures depicting the invention are often submitted to complete the disclosure requirement and
aid readers in understanding the invention

BO N U S C O M P O N E N T S O F A N
A P P L I C AT I O N
•

TECHNICAL FIELD
•

•

BACKGROUND
•
•

•

Brief description of the technology to aid the Patent Examiner in classifying your invention
Often describes the state of the technology
Less is more – poorly written backgrounds often make inadvertent admissions of prior art and
can unintentionally limit the scope of your claim invention

ABSTRACT
•

150-word description of the invention that helps guide the reader and the Patent Examiner in
classifying your invention

ACHIEVING PATENTABILIT Y
•

Novelty
•
•

•

Non-Obviousness
•
•

•

The invention must not have been patented, described in a printed publication, or in public use,
on sale, or otherwise available to the public before your patent application was filed
Simplified, the invention must not have previously existed or be publicly known
Assuming the invention is novel, it must not have been obvious to a person having ordinary
skill in the art (PHOSITA) at the time the patent is filed
Simplified, the invention cannot be an obvious combination of known products, processes, or
the like

No “Light Bulb Moment” Requirement in the U.S.
•

The manner in which the invention was made is irrelevant

EXAMINATION & PROSECUTION
•

Secure filing date
•

•

Most countries follow a first-to-file system rather than a first-to-invent system

Examination & Prosecution
•

USPTO Examiner will rely on existing patents, publications, etc. to reject the application for a
number of reasons
•

•
•

•

1Michael

Novelty, Non-Obviousness, and others

Patent Attorney will argue on behalf of patentability against the Examiner’s assertions
According to a 2015 study1, Approximately 89% of patents filed receive at least one Office
action with a rejection from the USPTO
Approximately 40% of patent application receive a Final Rejection 2

Carley, Deepak Hegde & Alan Marco, What is the Probability of Receiving a U.S. Patent?, 17 YALE J.L. & TECH (2015).
Available at: https://digitalcommons.law.yale.edu/yjolt/vol17/iss1/5
2
U.S. Patent Statistics Chart Calendar Years 1963 – 2019 https://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_stat.html

GRANTED PATENTS
•
•

Approximately 55% of patent applications are eventually granted 2,3,4
75% of pro se applications are abandoned2,3 (often unintentionally!)
•

•

USPTO does not share data on pro se compared to represented applicants
•

•

•

3

Nearly 9% of abandonment attributed to the USPTO receiving returned mail for an Applicants
failure to update their mailing address
For consideration, the pro se rate in Trademark filings is ~25%

The abandonment rate of pro se applications accounts for a large portion of the
seemingly low grant rate
Success rate with a registered patent attorney is significantly higher than filing on
your own

Gaudry KS (2012) The Lone Inventor: Low Success Rates and Common Errors Associated with Pro-Se Patent Applications. PLoS ONE 7(3): e33141.
https://doi.org/10.1371/journal.pone.0033141
4Extended Year Set - All Technologies ( Utility Patents ) Report https://www.uspto.gov/web/offices/ac/ido/oeip/taf/h_at.htm#PartA1_1b
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